08/12/2085 14:27 6517351102 



SHUMAKER & SIEFFERT 



PAGE 04/14 



Application Number 09/900, 101 

Amendment dated August 12, 2005 

Responsive to Office Action mailed May 12, 2005 

REMARKS 

This paper is responsive to the Final Office Action dated May 12, 2005. Applicants have 
made no claim amendments. Claims 1-53 remain pending. 

Information Disclosure Statement 

Applicants reiterate their requests that the Examiner provide initialed PT01449 forms 
for information disclosure statements filed May 7, 2002 and October 15, 2002, 

Claim Refection Under 35 U.S.C, S 102 

In the Office Action, the Examiner maintained his rejection of claims 1-53 under 35 
U.S.C. 102(b) as being anticipated by Cheng (US 6,067,548). Applicants respectfully traverse 
the rejection. Cheng fails to disclose each and every feature of the claimed invention, as required 
by 35 U.S.C. 102(b), and provides no teaching that would have suggested the desirability of 
modification to include such features. 

Prior to addressing each claim, Applicants provide the following specific remarks to the 
recent Office Action. In Applicants' previous response. Applicants pointed out that Cheng 
describes techniques for modeling organizational resources in the context of an organizational 
hierarchy. In the recent Office Action, the Examiner asserted that Cheng describes "more than 
an organization hierarchy." The Examiner states that in Cheng, the "resources such as 
employees, departments, products, machines, projects, and accounts provide for software 
resources and modeling functionality to enable interacts between the resource components." 

Applicants have reviewed the portions of Cheng cited by the Examiner, as well as Cheng 
in its entirety. Applicants respectfully disagree with the Examiner's interpretation of Cheng in 
vi ew of Applicants' claims. Contrary to the Examiner's interpretation, Cheng does not describe 
a system for mapping distribution software assets of an enterprise, including the data types of the 
parameters used by those software assets and the functions provided by those software assets, to 
a domain model. The portions of Cheng relied upon by the Examiner (e.g., col 2) describe 
Modeling an enterprise having a plurality of objects." The term "organizational objects" and 
"enterprise model" are used throughout Cheng. Cheng provides examples of the term 
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"organizational objects" as employ ees, departments, products or projects. 1 Cheng provides a 
specific example of an organizational hierarchy that is developed which includes "employees 70 
belonging to a particular department 72 such as engineering, or name engineers 78/ >z Even 
portions of Cheng cited by the Examiner refer to modeling "organizational objects" for purposes 
of managing the role of those objects. It is clear that Cheng is primarily related to modeling the 
departments, employees and the general organizational structure of an enterprise for workflow 
management. 

Thus, the point that the Examiner misunderstands, is that the Cheng system does not 
teach a system capable of classifying software assets within an enterprise to the degree required 
by Applicants' claimed invention. For example, Applicants' claim 1 requires a software utility 
that includes a data type mapping means and a functional mapping means for mapping the data 
types used by software assets, as wells as functions performed by those particular software 
assets, to a domain model Nowhere does Cheng teach a data type mapping means capable of 
mapping software data types to a domain model. In the recent Office Action, the Examiner 
points out that the resources modeled by Cheng (employees) utilize software to enable 
interactions between the resources. Although it may be true that resources of the organizations 
modeled by Cheng indeed utilize software to perform their tasks, the modeling techniques 
described by Cheng do not teach means for map the actual data types and functions used by each 
software resource to a domain model. This point is probably most evident by examining the 
portions of Cheng cited by the Examiner himself With respect to Applicant's claimed data type 
mapping means, the Examiner merely refers to FIGS. 3-5 shown below. 

FIG. 3 of Cheng shows an enterprise 58 or corporation composed of a number of 
organizations 52, and each one of these organizations 52 stores at least one class of members 54 
which are organizational objects such as employees, departments, products or projects. 



' CoL 6, 11, 48-53. 
2 CoL 7, 11. 26-30. 
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FIG. 4 shows how departments in Cheng may be "partitioned" into engineers, marketers and 
temporary workers. 
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FIG. 5 shows in detail how the Cheng mode] may be used to define a name, sate, job, title raise 
and other data may be defined for each employee . 
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Thus, as clearly illustrated above, FIGS. 3-5 of Cheng show techniques for modeling the 
organizational objects, i.e., the employees, departments, projects and machines. The Cheng 
modeling techniques do NOT teach a mapping means that allows actual data types used by 
software resources to be mapped to a domain model. This demonstrates that the Examiner's 
conclusions of anticipation are clearly erroneous. The feet that the "organizational resources" 
modeled by Cheng may somehow utilize software to perform their work does not teach or 
suggest the specific requirements of Applicant's claims. Cheng does not teach a system that 
classifies software resources within an enterprise to the degree required by Applicants* claims. 
The Examiner refers to col. 3, 11. 23-34 as **proof ' that Cheng provides these features. However, 
this portion of Cheng describes a "relationship model" that models the workflow and relationship 
of the employees of the organization, and that the objects (employees, departments, products 
produced or projects worked on) may be dynamically assigned jobs. Again, this does not teach 
Applicant's claimed software utility that includes a data mapping means to map actual data types 
to a domain model; 
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Claims Ml 

In view of the above* Applicants specifically address each claim. Cheng fails to teach or 
suggest such a software utility comprising data type mapping means that allow the user to map 
data types to the domain model, and function mapping means that allow the user to map software 
resource functions to the domain model, as recited by Applicant's amended claim 1. 

With respect to claim 2, Cheng fails to teach or suggest the data type mapping means and 
function mapping means wherein the domain model comprises a process model comprising 
processes and use cases and a structural model comprising reference components, reference 
interfaces and reference function. Contrary to the Examiner's assertions, column 1 1 of Cheng 
docs not describe any of these features, instead, column 1 1 of Cheng describes a "run-time 
architecture" for the enterprise modeling system and mechanisms for extracting employee data 
from enterprise databases, such as an HR database. 

With respect to claims 8, 9 and 1 0 the Examiner's comments do not make sense to the 
Applicants- Claim 8 requires the data type mapping means or the function mapping means 
comprise means for the user to provide comments, the comments being stored in the database. 
Claim 9 requires that the comments are associated with a particular data type or resource function 
and include information relating to quality of mapping. Claim 1 0 requires comments are 
associated with a particular data type or resource function and include information relating to the 
purposes or usage of individual functions or data types. Thus, these means elements of 
Applicants claims provide specific structural means that allows a user provide comments for 
association with the data types or functions related to a software asset. In rejecting these claims, 
the Examiner states "applicants [sic] system is not considered to provide comments." This is 
irrelevant. Consequently, the Examiner has failed to perfonn his obligation of providing a 
substantive examination of claims 8, 9 and 10. Moreover, Cheng fails to teach or suggest means 
that allows a user to input comments related to the quality of mapping for a software data type or 
a function. These are specific structural features of Applicants 7 claims and must be examined. 
The rejection of claims 8, 9 and 10 is erroneous, and should be immediately withdrawn. 

For at least these reasons, Cheng fails to disclose each and every limitation set forth in 
claims 1-11. For at least these reasons, the Examiner has failed to establish a prima facie case for 

-7- 

PAGE 9/14 * RCVD AT 8/12/2005 4:30:44 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6/31 * DNIS:2738300 " CSID:6517351 102 * DURATION (mm-ss):04-00 



08/12/2005 14:27 6517351102 



SHUMAKER & SIEFFERT 



PAGE 10/14 



Application Number 09/900, 101 

Amendment dated August 12, 2005 

Responsive to Office Action mailed May 12, 2005 

anticipation of Applicant's claims under 35 U.S.C. 102(b). Withdrawal of this rejection is 
requested. 

Claims 12-30 

With respect to claim 12, Cheng fails to describe a software utility for managing software 
resources within an enterprise, comprising a database comprising software resource information 
including location information and functionality information, the functionality information being 
mapped to a domain model. For at least those reasons set forth above, Cheng does not teach a 
system capable of storing functionality information for individual software resources within an 
enterprise. 

Additionally, the Examiner has failed to perform his obligation of providing a substantive 
examination of claim 14. Claim 14 requires a scoring engine that ranks software resources 
according to how closely they match the functional or nonfunctional requirements. Thus, claim 
1 4 requires a novel scoring engine that ranks software resource based on either function 
requirements of that software resource or non-functional software requirements. In rejecting this 
claim, the Examiner merely refers to claim 9 where he stated that databases inherently provide 
search means. Applicants request the Examiner perform his obligation of examining on the 
merits the requirements of claim 14. Again, claim 1 4 requires a scoring engine that ranks 
software resources according to how closely they match functional or nonfunctional 
requirements. These features are not inherent in a conventional database. 

With respect to claim 1 5, the Examiner cites an irrelevant portion of Cheng. Applicants' 
claim 15 requires means for creating a persistent search specification that can be shared between 
multiple users. In rejecting claim 15, the Examiner cites col 17, U. 54-67. However, Cheng 
makes no mention of a persistent search. This portion only states that a membership network 
may expand to have new contacts. The Examiner's rejection of claim 15 is clearly erroneous and 
must be withdrawn. 

With respect to claim 1 6, the Examiner again cites an irrelevant portion of Cheng. 
Applicants' claim 16 requires that software resources located by the search engine may be 
selectively attached to the persistent search specification. Thus, claim 1 6 is directed to a novel 
technique by which a persistent search specification for software resources can be created. In 
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rejecting claim 15, the Examiner cites col. 17, 1L 54-67. As explained above, Cheng makes no 
mention of a persistent search and this portion of Cheng only states that a membership network 
may expand to have new contacts. The Examiner's rejection of claim 16 is clearly erroneous and 
must be withdrawn. 

With respect to claim 1 7, it appears that the Examiner failed to consider any of the recited 
elements. Claim 17 requires a software utility where portions of the persistent search 
specification not met by attached assets may be published as requirements for development of 
additional software resources. As noted above, Cheng fails to describe any form of a persistent 
search. With respect to claim 17, Cheng fails to describe a software utility where portions of a 
persistent search can be published. Further, Cheng fails to describe a software utility where 
portions of a persistent search can be published for development of additional software. The 
portion of Cheng cited by the Examiner merely summarizes the organizational modeling 
techniques already addressed by the Applicant. This has nothing at all to do with persistent 
searches, let alone a software utility where portions of a persistent search can be published for 
development of additional software. Similarly, the Examiner's rejection of claim 18 is erroneous 
in that the rejection is based on the same irrelevant portion of Cheng. 

With respect to claim 19, the Examiner refers to "Cheng's claims 6-7." Applicants' claim 
19 requires means for publishing the persistent search specification as requirements for 
development of additional software resources. In other words, means is required for publishing 
the search specification itself and that publication is for the purpose of development of additional 
software resources. Cheng's claims 6-7 describe use of active and inactive states to indicate 
whether an object (e.g., department or employee) is available. This does not teach or suggest 
publicati on of portions of a persistent search specification that can be shared between multiple 
people. 

Applicants' claim 20 requires means for notifying at least one of the multiple users when 
software resources matching the persistent search specification are added to the database. As 
noted above, Cheng fails to describe a persistent search and, as such, foils to provide a means for 
notifying users when software resources matching a persistent search are added to the database. 
The "dynamic" portion of col. 19 cited by the Examiner refers to dynamically modeling the 
changing roles of objects (employees) within an enterprise. This does not anticipate means for 
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notifying at least one of the multiple users when software resources matching the persistent 
search specification are added to the database, Cheng is not referring to a persistent search. 
Cheng does not describe notification when a new software resource matches a persistent search. 

Applicant's claim 24 requires a graphical user interface comprising means for navigating 
between the process model and the structural model. In rejecting claim 24, the Examiner merely 
refers to the rejection of claim 1 . However, nowhere with respect to claim 1 did the Examiner 
address a graphical user interface means for navigating between the process model and the 
structural model. Thus, the Examiner has failed to establish a prima facia case of anticipation of 
claim 24. Moreover, Applicants point out that, contrary to the Examiner's assertion, FIGS. 8 and 
9 of Cheng do not depict a user interface at all (FIG. 8 depicts an. archi tecture and FIG. 9 depicts 
a graph). FIG. 10 is the only illustration of a user interface in Cheng and it merely shows entry 
of data relating to an employee. 

In rejecting claim 26-28, the Examiner refers to Cheng's claims 15-16, Applicants' claim 
26 requires a usage record for the software resource. However, Cheng's claims, as cited by the 
Examiner, appear to merely describe a life-cycle availability of an object and not actual usage 
record for a software resource. Applicant's claim 28 requires that the usage record comprise one 
or more items selected from the group consisting of payment records, licen se keys, request 
histories, and usage histories. None of these elements are taught or suggested by Cheng. Again, 
the Examiner has failed to consider the elements of Applicants' claim. 

For at least these reasons, Cheng fails to disclose each and every limitation set forth in 
claims 12-30. For at least these reasons, the Examiner has failed to establish a prima fecie case 
for anticipation of Applicant's claims under 35 U.S.C. 102(b). Withdrawal of this rejection is 
requested. 



Claims 31-50 

Claims 3 1-50 are patentable for reasons similar to those set forth above. 

For example, with respect to amended 3 1 , Cheng fails to teach or suggest a method of 
classifying a software resource comprising functions and datatypes, the method comprising 
providing a domain model comprising model functions and mode data types; mapping resource 
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data types to model data types to produce data type maps, mapping resource functions to model 
functions to produce function maps, and storing the data type maps and function maps in a 
searchable database. 

With respect to amended claim 40, Cheng fails to teach or suggest a method of managing 
software resources within an enterprise, comprising: maintaining a searchable database of 
software resource information including location information and functionality information, the 
functionality information being mapped to a domain model . 

For at least these reasons, Cheng fails to disclose each and every limitation set forth in 
claims 31-50. For at least these reasons, the Examiner has failed to establish a prima facie case 
for anticipation of Applicant's claims under 35 U.S.C. 102(b), Withdrawal of this rejection is 
requested. 

Claims 5 J -S3 

In rejecting claims 51-53, the Examiner merely referred to his comments claims 1-11. 
However, claims 51 -53 require numerous elements not present claim 1-1 1 . For example, the 
Examiner has failed to address the requirement of determining an order for mapping resource 
functions and resource data types, wherein more complex functions and data types are mapped 
later than simpler functions and data types. Further, the Examiner has failed to address the 
requirement of presenting the resource functions and data types in the determined order to a user 
for mapping. Moreover, the Examiner has failed to address presenting suggested mappings for 
each function and data type to the user for determination of a mapping, wherein determined 
mappings for earlier resource functions or data types are used to suggest mappings for later 
types. Cheng makes no mention of determine an order for mapping based on complexity. Chang 
makes no mention of presenting suggested mappings at all. 

For at least these reasons, Cheng fails to disclose each and every limitation set forth in 
claims 51-53. For at least these reasons, the Examiner has failed to establish a prima facie case 
for anticipation of Applicant's claims under 35 U.S.C. 102(b). Withdrawal of this rejection is 
requested. 
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CONCLUSION 

In order to support an anticipation rejection under 35 U-S.C 102(b), it is well established 
thai a prior art reference must disclose each and every element of a claim. This well known rule 
of law is commonly referred to as the "all-elements rule." 3 If a prior art reference fails to 
disclose any element of a claim, then rejection under 35 U.S.C. 1 02{b) is improper. * For at least 
the reasons discussed above, Cheng fails to disclose each and every limitation set forth in claims 
1-53. For at least this reason^ the Examiner has failed to establish a prima facie case for 
anticipation of Applicant's claims under 35 U.S.C. 102(b). 

Moreover, all claims in this application are in condition for allowance. Applicants 
respectfully request reconsideration and prompt allowance of all pending claims* Please charge 
any additional fees or credit any overpayment to deposit account number 50-1778. The 
Examiner is invited to telephone the below-signed attorney to discuss this application. 

Date: 

August 12, 2005 

SHUMAKER & SIEFFERT, P.A. 
8425 Seasons Parkway, Suite 105 
St. Paul, Minnesota 55125 
Telephone: 651.735.1100 
Facsimile: 65L735J102 



By: 

Name: Kent J. Sieffert 
Reg. No.: 41,312 



3 See Hyhritech Inc. v. Monoclonal Antibodies, Inc., 802 R2d 1367, 231 USPQ 81 (CAFC 1986) ("* is axiomatic 
that for prior art to anticipate under 102 it has to meet every clement of the claimed invention"). 
1 Id. See also Lewmar Marine, Inc. v r Barient, Inc. 827 F.2d 744, 3 USPQ2d 1766 (CAFC 1987); In re Bond, 910 
F.2d 831, 15 USPQ2d 1566 (CAFC 1990); CR. Bard, Inc. v. MP Systems, Inc., 157 F.3d 1340, 48 USPQ2d 1225 
(CAFC 1998); Oney v. Ratliff, 182 F,3d 893, 51 USPQ2d 1697 (CAFC 1999); Apple Computer, Inc. v. Articulate 
Systems, Inc., 234 F3d 14, 57 USPQ2d 1057 (CAFC 2000). 
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